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Office Action Summary 
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Art Unit 

1751 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. f NO period for reply is specified above the ^^^^^^^^^^^^ ,o become ABANDONED (35 U^S.C. § 133). 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 5-09-01 . 
2s)n This action is FINAL. 2b)El This action is non-fmal. 

3) 0 Since this application is in condition for allowance e-ept forjo-^^^^^^^^^ Tslo" G° 2 11 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 o.c.. 

Disposition of Claims 

4) 13 Claim(s) 1:34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 34 is/are allowed. 

6) 13 Claim(s) 1:33 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 on The drawing(s) filed on is/are: 3)0 accepted or bD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

IDD The proposed drawing correction filed on is: a)^ approved b)^ disapproved bythe Examiner. 

If approved, corrected drawings are required In reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a daim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)D Some*c)n None of: 

1 □ certified copies of the priority documents have been received. 
2.U certified copies of the priority documents have been received in Applicafion No 



3 □ copies Of the certified copies of the priority have b^^^^ received in this National Stage 

aoDllcation from the International Bureau (PCT Rule 17.2(a)) 
- see the attacKde^iled Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been rece^ed^ 

15) EI Acknowledgment Is made of a claim for domestic prionty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4^ . 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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DETAILED ACTION 
Specification 

1 The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Objections 

2. Claim 13 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 13, is dependent 
from claim 2, which in turn is dependent upon claim 1 (the independent claim), however, 
claim 1 3 may requires a hydrogen peroxide which is presently excluded from its 
independent claim and therefore failing to further limit the previous claim. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

PatentaS shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 Determining the scope and contents of the prior art. 

2 Ascertaining the differences between the prior art and the claims at issue. 
3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims v^as commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-13 and 16-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tuompo et al (5,910,420). 

Tuompo et al disclose a composition for the removal of biofilms on surfaces 
wherein said compositions comprise 0 to 1 .0% by weight of a chelating agent such as 
EDTA, citric, malic and tartaric acids; 0 to 2% by weight of an anionic detergent such as 
SDS; 0 to 1 .0% by weight of a reducing substance; and 0 to 1 .0% by weight of an 
enzyme (col. 7, lines 20-col. 10, line 44). Tuompo et al further teach that said 
compositions have a pH range of from 4 to 8 (col. 9, lines 1-11). 

Tuompo et al do not specifically teach each of the claimed components in an 
example, however, it would have been obvious to one of ordinary skill in the art to 
combine each of the components in their requisite proportions to exemplify the claimed 
compositions. Moreover, it has been held that a reference may be relied upon for all 
that it would have reasonably suggested to one having ordinary skill the art, including 
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nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories. 874 F.2d 804, 10 
USPQ2d 1843 (Fed. dr.), cert, denied, 493 U.S. 975 (1989). See also Celeritas 
Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 

1516, 1522-23 (Fed. Cir. 1998). 

Claim Rejections - 35 USC § 103 

7. Claims 1-2 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tuompo et al (5,910,420) in view of WO 99/51578. 

8. Tuompo et al is relied upon as set forth above. Specifically, Tuompo et al lacks 
applicant's specific mandelic acid component. 

WO '578 discloses a biocidal composition comprising benzyl biphenyl derivatives 
and other component to prevent the formation of biofilms (pg. 12, lines 26-38). WO '578 
teach that said formulations include salt forming acids such as citric, mandelic, malic, 
tartaric and glycolic (pg. 4. lines -1 8); anionic surfactants such as sodium dodecyl 
sulfates (pg. 14, lines 20-38); and biocidal and bactericidal agents (pg. 16). 

It would have been obvious to one of ordinary skill in the at to include the 
mandelic acid component of WO '578 to the compositions of Tuompo et al because 
Tuompo et al teach the inclusion of hydroxy acids such as malic, tartaric and citric which 
are equivalent to the mandelic of WO '578. Therefore, one of ordinary skill in the art, 
absent a showing to the contrary, would have been motivated to include said mandelic 
acid to the compositions of Tuompo et al because only synergistic results would have 
been obtained. 
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Allowable Subject Matter 

9. Claim 34 is allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 703-308- 
3732. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra N. Gupta can be reached on 703-308-4708. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-931 0 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 

^cSlus Ogden 
Primary Examiner 
Art Unit 1751 



no 

September 30, 2002 



